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Sample agreements for research and development cooperation –

Guidelines for cooperation between the academic sector and industry

(Excerpt of: Mustervereinbarungen für Forschungs- und Entwicklungskooperationen – Ein Leitfaden für die Zusammenarbeit zwischen Wissenschaft und Wirtschaft)

November 2007

Agreement on contract research (licence variant)
[Vertrag über Auftragsforschung (Variante Lizenz)]

concluded between
***, represented by ***, ***, [fill in as applicable]
– hereinafter referred to as “industry partner“ –

and
*** university/research institute, represented by ***, *** [fill in as applicable]
– hereinafter referred to as “university/research institute“ –

and [unless a non-university research institute is the contracting partner]
Professor ***, *** [fill in as applicable]
– hereinafter referred to as “project manager“ –

Preamble
The university/research institute and its project manager shall cooperate with the industry partner (all of whom may be referred to alternatively hereinafter as the “contracting party/contracting parties“) in the field of  *** [fill in as applicable]
1.
Definitions

	Industrial property rights


	Patents, utility models, design patents, topographies of semi-conductor products, supplementary protection certificates for medicinal products or other products for which any such certificates can be obtained, and plant variety rights as well as copyright and associated industrial property rights



	Know-how


	The totality of non-patented practical know-how that can be gained through experience and practical experiments and that is confidential, in other words that is not generally known and is not easily accessible, “relevant” means of importance for the subject matter of the Agreement and useful and “identified“ means specified in sufficient detail to enable it to satisfy the criteria “confidential“ and “relevant“



	Results


	Results of research conducted during performance of this Agreement that come under the subject matter of the Agreement



	Old rights


	Inventions, registered or published before this Agreement entered into force (Section 5 of the German Employee Inventions Act) (Arbeitnehmererfindungsgesetz) (ArbEG), industrial property rights for which a patent has been filed or granted or know-how obtained before this Agreement entered into force



	New rights


	Inventions registered on the basis of results achieved after this Agreement entered into force (Section 5 of the German Employee Inventions Act) (Arbeitnehmererfindungsgesetz) (ArbEG), industrial property rights for which a patent has been filed or granted and/or know-how gained from results obtained after this Agreement entered into force



	Subject matter of the Agreement


	The subject matter of the Agreement defined in Clause 2 also includes a definition of the areas of application in which the results may be used



	Contract territory


	*** [fill in as applicable – to be perceived in geographical terms]




2.
Subject matter of the Agreement
2.1
The subject matter of the Agreement shall be the implementation of the following contract research ***. [please be very specific about the details (inter alia because of the importance of results gained within the meaning of the Agreement)] The results of the latter may apply to the following area (hereinafter referred to as: area of application): *** [please provide very specific details, for instance, the industry partner’s field of activity can be mentioned here]
2.2
This subject matter of the Agreement and the exact scope of the work to be performed by the university/research institute shall be specified in the research schedule attached as Annex 1 to this Agreement. This research plan shall be updated on the basis of ongoing developments as coordinated by the contracting parties. The latest version that must be signed by all contracting parties shall apply. If, however, amendments to contractually agreed services become necessary that involve more than a mere adjustment of the research plan, Clause. 3.7. shall apply.

[N.B.: If the Agreement focuses on the production and, if applicable, subsequent commercial utilisation of products protected by copyright and associated industrial property rights (for instance, design, databases or software), relevant provisions may need to be added (e.g. drawing up of specifications, provisions governing the source code, but also more comprehensive regulations on usufruct protected by copyright)]
3.
Performance of work

3.1
The university/research institute and/or the project manager shall perform the work to the best of their ability based on cutting-edge science and technology using their own existing know-how and experience gained during the cooperation in close contact with the industry partner.

3.2
The contracting parties shall provide each other with all of the information needed for the performance of the work following prior coordination. Any documents, objects or other resources which one of the contracting parties needs in order to perform the work shall be provided by the other contracting party on the basis of a loan. They shall be used exclusively for the purposes of performing the work and shall be returned to the respective contracting party at the latter’s request after the work has been completed.

3.3
The university/research institute and/or the project manager shall permit the industry partner to see any results that have been achieved at all times.

3.4
The university/research institute and/or the project manager shall not be entitled to commission third parties with the implementation of partials tasks without the industry partner’s consent.

3.5
Neither of the contracting parties shall have the right to represent the other contracting party with respect to any legal relations or to issue any legally binding declarations on the other contracting parties’ behalf. No steering groups, working groups or similar groups that might potentially be set up by the contracting parties shall have the right to represent the other contracting party or all of the contracting parties with respect to any legal relations or to issue legally binding declarations on the other contracting parties’ behalf unless this is expressly regulated in this Agreement
3.6
Notifications and declarations

All of the necessary or permissible declarations of intent and other notifications to be furnished to a contracting party under this Agreement shall be transmitted in writing to the following addresses:

(
Industry partner: *** [fill in as applicable]
(
University/research institute: *** [fill in as applicable]
(
Project manager: *** [fill in as applicable]
Failure to observe this provision shall result in notifications and/or declarations of intent being deemed not received.

3.7
Amendments to contractually agreed services

If it becomes apparent during the implementation of the Agreement that the research plan needs to be amended to facilitate changes by the university/research institute and the project manager, the contracting parties agree on the following:

3.7.1
If the university/research institute or
 the project manager is responsible for amendments that need to be made to contractually agreed services, it shall adapt its services accordingly at its own expense.

3.7.2
In cases in which the industry partner is responsible for amendments that need to be made to contractually agreed services, the university/research institute and/or the project manager shall have the right to request, prior to amending individual contractually agreed services, that a written amendment agreement be concluded, which shall regulate, in particular, the issue of appropriate additional remuneration and the amended deadline. Without any such agreement, the subject matter of the Agreement shall remain unchanged.

3.7.3
In all other cases, the university/research institute and/or the project manager shall have the right to request that a written agreement specifying amendments be concluded before individual specifications are amended, regulating in particular the issue of adequate additional remuneration and changed deadlines. The subject matter of the Agreement shall remain unaltered unless any such agreement is reached.

3.7.4
For cases outlined in 3.7.2 and 3.7.3, the procedure shall be as follows:

–
The contracting party requesting that amendments be made shall specify precisely what technical/organisational amendments need to be made.

–
The contracting party shall then outline how the amendment will affect the scope of service, the quality, schedule and additional costs incurred.

–
If the contracting parties agree that the amendment is to be implemented, this shall be recorded in an agreement specifying the amendments, in particular recording any delays in the schedule, quality differences and, if applicable, any additional payments to be made.

–
This Agreement shall only become effective once it has been signed by all contracting parties.
4.
Deadlines
The deadlines for the completion of work including the final deadline and the individual phases shall be included in the schedule attached as Annex 2 to this Agreement. This schedule may be updated subject to coordination by the contracting parties
5.
Old rights

5.1
In principle, the old rights shall remain the property of the respective holder.

5.2
All contracting parties shall notify each other and keep each other informed on an ongoing basis of any such old rights including those over which they have the power of disposal despite not being the holder (e.g. because these rights have been assigned to a patent utilisation agency of an university), to the best of their knowledge, exercising the necessary care and in full if these old rights are likely to be necessary for the utilisation of the results. The obligation to provide information shall also encompass information whether and to what extent the respective holder faces limitations in using these old rights, for instance, due to third parties being entitled to use them.

5.3
The following shall apply to any old rights that are necessary for the performance of this Agreement or for the commercial utilisation of the results by the industry partner:

5.3.1
The contracting party entitled to old rights shall grant the other contracting party a non-exclusive right of use limited to the duration and the purposes of this Agreement free of charge in the interest of the performance of this Agreement unless the contracting party is subject to limitations regarding the use of the respective old right.

5.3.2
If and insofar as the university/research institute and/or the project manager is the holder of old rights and is not limited to old rights and/or the use thereof when allocating rights and if this is necessary for the commercial utilisation of results by the industry partner, the university/research institute and/or the project manager shall grant the industry partner and any affiliated companies an irrevocable, sub-licensable, non-exclusive licence for the duration of the old right in the area of application in the contractual territory.

If the university/research institute and/or the project manager is subject to limitations regarding the assignment of rights to old rights and/or to the utilisation of old rights, they shall ensure that this does not affect the commercial utilisation of the results within the framework of the above-mentioned assignment of rights, insofar as they are actually able to do so and this is legally possible (i.e. to the best of their ability), by taking suitable statutory or actual precautions. In the event that adjustments need to be made or restrictions need to be imposed, they shall be subject to coordination by the contracting parties.

The fees payable for granting these old rights are set forth in the provisions on remuneration in Clause 12, the additional fees payable in the event that amendments need to be made to contractually agreed services are specified in Clause 3.7.2 and 3.7.3. If these old rights are not required for the performance of this Agreement until amendments have been made to contractually agreed services, the contracting parties shall agree to incorporate the latter into this Agreement.
5.3.3
The licence to old rights shall be limited to areas of application and contractual territories that are necessary for the performance of this Agreement and/or for the commercial utilisation of the results.

If it is made unreasonably difficult for the university/research institute to utilise the old rights *** years [fill in as applicable] after the Agreement has been concluded because the industry partner is not using the existing licence pursuant to Clause 5.3.2, the contracting parties shall adopt a reasonable new regulation regarding the old rights.

6.
New rights

6.1
The results shall be the property of the university/research institute.

6.2
Notwithstanding this, the university/research institute shall grant an exclusive licence to the new rights in the area of application and in the contractual territory for the duration of the industrial property rights upon conclusion of this Agreement. The licence fee for the exclusive licence to the new rights in the area of application is indicated in the regulations governing remuneration in Clause 12.

6.3
The university/research institute undertakes to desist from permitting third parties who are not employees to participate in the subject matter of the Agreement until it has been ensured that the rights to the results have been assigned to the university/research institute for the purposes of granting a licence to the industry partner.

6.4
The research and teaching activities of the university/research institute and/or the project manager shall not be affected by this Agreement. They shall therefore have a non-exclusive, non-transferable right to use the results for these research and teaching activities. The contractual regulations to desist from disclosing results to third parties shall not be affected by this. If the university/research institute and/or the project manager wishes to use the results within the framework of further research with other commercial and non-commercial partners within the framework of the subject matter of this Agreement, the written consent of the industry partner shall be required. The industry partner shall not refuse to give its consent on unreasonable grounds, acting in good faith.

6.5
If inventions are made during the performance of this Agreement in areas not affecting the subject matter of this Agreement, the university/research institute shall have full claim to them. Notwithstanding this, the university/research institute shall grant the industry partner a non-exclusive licence on reasonable terms in the event that the latter is interested in utilising the invention. The substantive and spatial scope of the licence and the terms of the licence shall be regulated in a separate agreement.
7.
Freedom of disclosure and non-disclosure

7.1
The project manager undertakes vis-à-vis the industry partner to notify the university/research institute of his/her inventions in accordance with the provisions set forth in the German Employee Inventions Act. He/she shall waive his/her right of non-disclosure in respect of the results set forth in Section 42 subsection 2 of the German Employee Inventions Act. [Sentence 2 of this Section is not necessary –unless the Agreement has been concluded with a non-university research institute]
7.2
The contracting parties agree that the university/research institute and/or the project manager has an interest in publishing the results of their research. They wish to make allowances for this interest, on the other hand they also wish to take the interests of the industry partner into account who may be interested in not disclosing the results. The university/research institute and/or the project manager therefore undertakes vis-à-vis the industry partner to desist from disclosing the results without the latter’s written consent and from giving third parties access to them, for instance, as part of so-called peer reviews as long as the results are subject to the obligation to maintain secrecy set forth in Clause 14. The university/research institute and/or the project manager therefore undertake to submit any manuscripts to be used for presentations or publications to the industry partner for inspection at least six (6) weeks prior to publication or this presentation.
If the industry partner notifies the university/research institute within four (4) weeks of receiving these documents, with the university/research institute having pointed out this 4-week grace period, that it deems the publication or presentation may affect its interests in keeping the results secret, the university/research institute and/or the project manager shall either desist from publishing or presenting the results or shall remove any information the industry partner requires to be kept secret. Notwithstanding this, the university/research institute shall be deemed to have given its consent to publication and/or presentation if the industry partner fails to make a representation to the university/research institute and/or the project manager after receiving a further reminder pointing out the consequences of remaining silent and setting a fourteen (14)-day deadline.
8.
Rules governing the technical handling of patent applications

The contracting parties shall strive to protect the results generated from industrial property rights in respect of the performance of the Agreement. The following rules shall apply to patent applications aimed at protecting these new rights:

8.1
After receiving what the university/research institute deems to be a complete patent application, the university/research institute shall notify the industry partner of the content of the patent application forthwith.

8.2
The industry partner shall notify the university/research institute in writing within *** days [fill in as applicable] of receiving the patent application whether and to what extent it intends to submit an initial priority application. If the industry partner fails to make a representation or to give its consent to the assignment of rights within this grace period, the university/research institute shall be entitled to the substantive rights to the relevant invention made by the university/research institute which shall be reassigned to it by the industry partner. In any such case, the university/research institute and/or the project manager shall grant the industry partner a non-exclusive, global, irrevocable, non-transferable, yet sub-licensable right of use to the relevant invention and any industrial property rights resulting from it. The industry partner’s right of use to any such inventions shall be limited to the utilisation of the results of this Agreement in the area of application.

8.3
If the industry partner wishes to file an initial priority application, the university/research institute shall utilise the invention accordingly without any restrictions. The university/research institute shall then file the initial priority application itself forthwith on behalf of the university/research institute.

The university/research institute and the industry partner shall agree to enlist the services of a lawyer or patent lawyer to be entrusted with filing this patent application. The contracting parties shall coordinate the content of the application
8.4
The contracting parties undertake to help the entitled contracting party to submit and obtain in particular all of the necessary declarations and signatures in good time, ensuring that the information provided is factually correct, when obtaining new rights. The contracting parties shall incidentally desist from undertaking any actions that may be detrimental to the granting and retention of new rights.

8.5
The university/research institute shall have the right to commission a company exploiting industrial property rights to handle the application and shall therefore provide this company, insofar as necessary, with information to which it has access within the framework of this Agreement provided that the company exploiting industrial property rights has undertaken vis-à-vis the university/research institute to treat the information as confidential in accordance with the provisions set forth in this Agreement.
9.
Other patent applications, patent validation, surrender of patents in individual countries
9.1
The industry partner shall notify the university/research institute within ten (10) months of the date of application whether it wishes the priority to be claimed and if so for what countries.

If after receiving this notification from the industry partner, the university/research institute does not wish to file a priority application in any of the countries desired by the industry partner, it shall assign the right to file priority patent applications to the industry partner in the countries listed in Annex 3 if the industry partner so wishes.

The university/research institute shall undertake to the best of its ability to release the rights of the project manager and any other inventors in its employ by way of a general agreement after the patent application has been filed pursuant to Sections 14 and16 of the German Employee Inventions Act.

9.2
If the university/research institute intends to surrender individual new rights in individual countries in full or in part, it shall give the industry partner the opportunity to take over these rights four (4) months in advance at the latter’s expense. The industry partner shall indicate within one (1) month of receiving this notification whether it intends to take over the relevant new right. In this event, the university/research institute undertakes to provide all the necessary declarations forthwith. If the industry partner does not respond within the given period, the takeover shall lapse.

10.
Patent costs
Any costs incurred by the application, retention, defence and enforcement of new rights shall be borne by the university/research institute, unless the latter has re-assigned its substantive right to the industry partner or unless the licence under Clause 6.2 is not limited to the areas of application but relates fully to all of the respective industrial property rights.
11.
Remuneration for work
The university/research institute shall receive remuneration from the industry partner for conducting the contract research including the material and the use of all facilities required for the performance of this Agreement as specified in Annex 4
12.
Remuneration for inventions

12.1
The remuneration referred to in Clause 11 shall also include fees for old and new rights. When specifying the share of the above-mentioned remuneration in relation to the old and new rights, industry-specific features and experience regarding the number and economic value of inventions likely to be made during the performance of the Agreement, including the licensing fees commonly charged for licensing in the relevant industry, shall be taken into account.

12.2
If the university/research institute has assigned one or several new rights to the industry partner subject to terms and conditions or has granted a licence in relation to them meaning that the agreed remuneration (Clause 11) is evidently disproportionate to the direct proceeds and benefits generated from utilisation of the new right, taking the contractual relationship between the university/research institute and the industry partner into account, representing a significant change in the inherent purpose of the Agreement, the contracting parties shall amend the Agreement at the request of either contracting party in order to ensure that the university/research institute is accorded adequate participation. If the contracting parties had foreseen that these circumstances may arise subsequent to conclusion of the Agreement, the entitlement shall not apply.

13.
Mediation, arbitration

13.1
Any disputes arising from this Agreement or from subsequent amendments to this Agreement or in relation to the Agreement including (but not restricted to) the emergence, validity, binding effect, interpretation, implementation, violation or termination thereof as well as non-contractual claims but also regardless of whether a case scenario as outlined in Clause 12.2 exists or how high adequate participation is, shall be subject to the rules of arbitration of the World Intellectual Property Organization (WIPO). The place of arbitration shall be *** [fill in as applicable]. In the arbitration process,  *** [fill in as applicable] shall be the language used.

13.2
If and insofar as any such disputes are not settled by way of arbitration within sixty (60) days of commencement of the arbitration process, they shall be subject to the arbitration process following submission of a request for arbitration by either party pursuant to the rules of arbitration of the World Intellectual Property Organization (WIPO) and shall be adjudicated upon definitively by way of arbitration. Alternatively, if one of the parties fails to participate in the arbitration process or ceases to participate in the arbitration process within the above-mentioned sixty (60)-day deadline, the dispute shall be subject to the arbitration process following submission of a request for arbitration by either party pursuant to the rules of arbitration of the World Intellectual Property Organization (WIPO) and shall be adjudicated upon definitively by way of arbitration. The arbitral tribunal shall comprise three arbitrators. The place of the arbitration process shall be *** [fill in as applicable]. The arbitration process shall be conducted in German. The dispute shall be settled under German law.

14.
Confidentiality
The confidentiality agreement dated *** [fill in as applicable] that exists between the contracting parties shall continue to apply/shall be abrogated [delete what is not applicable]. Furthermore, the contracting parties shall undertake to maintain secrecy concerning any information made available to them in connection with this Agreement that is considered to be confidential or any information that under other circumstances is obviously identifiable as a contracting party’s business or company secrets for an indefinite period / *** years [fill in as applicable] and – unless required in order to fulfil the purpose of the Agreement – neither to record nor to pass on or use this information. They shall ensure, by making suitable contractual arrangements with the employees who work for them and other third parties, that the latter also refrain from their own exploitation or unauthorised recording of such business or company secrets for an indefinite period / *** years [fill in as applicable].

15.
Warranties of title and defects

15.1
The university/research institute shall provide its services under this Agreement on the basis of recognised rules, cutting-edge science and technology known to it during performance, making optimum use of cutting-edge science.

15.2
In the event of a warranty, the industry partner shall give the university/research institute the opportunity to subsequently enhance its performance.

15.3
The university/research institute shall conduct contract research in the field of applied research and shall endeavour to break new ground in technology. The associated risks mean that research and development goals may not be reached at all or in full. The university/research institute shall not under any circumstances furnish any guarantees and/or make any such assurances regarding the subject matter of the Agreement.

15.4
Both contracting parties are aware of the risks associated with the revocation of a patent. The revocation of one or several industrial property rights shall not affect the validity of this Agreement. The entry into force of a decree of nullity shall not entitle the contracting party eligible under this Agreement to terminate this Agreement either. Claims to withdrawal and/or compensation are explicitly ruled out.

15.5
Except in cases of full awareness or lack of awareness owing to gross negligence, the respective contracting party shall not be liable for the future continued existence of the industrial property rights or for a certain protection area under this Agreement. Likewise, the respective contracting party shall not be liable for the prejudicial rights of third parties unless it was aware of them or remained unaware of them owing to gross negligence. 

15.6
The respective contracting party shall not be liable for any performance deficiencies such as a lack of technical feasibility or usefulness unless it was aware of them or remained unaware of them owing to gross negligence. The respective contracting party shall not be liable for the financial usefulness of the patent either.

15.7
Pursuant to Section 311 a subsection 2 of the German Civil Code, claims to compensation in lieu of performance due to the obstacle to performance already existing when the Agreement is entered into or to quality deficiencies shall be limited to reliance costs.

15.8
Reciprocal claims to compensation by the contracting parties shall be limited to damages for typical loss/damages. Any entitlement to compensation for lost profits shall be explicitly ruled out. These limitations shall not apply if either of the contracting parties has acted wilfully or with gross negligence.

15.9
The above-mentioned limitations of liability shall not apply to cases involving injury to life, limb and health or to claims under the Product Liability Act (Produkthaftungsgesetz).

16.
Defence of and challenges ensuing from industrial property rights

16.1
Beyond the regulations governing applicant status and the technical implementation of applications (Clauses 8 and 9), it shall be at the discretion of the industry partner to defend industrial property rights and to respond to challenges to industrial property rights. The university/research institute shall be obliged pursuant to Clauses 8 and 9 to maintain the new rights for the duration of this Agreement; the costs of this shall be borne by the industry partner in the event of the assignment of rights or of a licence being issued in accordance with Clause 6.2 that is not limited to areas of application, but fully covers the respective industrial property rights.

16.2
Each contracting party shall notify the other contracting party of any third-party infringements or challenges to industrial property rights which come to their attention and shall coordinate their response to any such challenges and a defence strategy for the industrial property rights on a case-by-case basis.

[Alternative: comprehensive, individual regulation of competencies and absorption of costs as well as participation in the challenges and defence].

17.
Marketing

The contracting party shall agree whether and to what reasonable extent cooperation with the university/research institute and the project manager shall be pointed out in the marketing of products and services ensuing from the results of this Agreement.
18.
Duration of the Agreement and regulations governing the time after the Agreement has come to an end

18.1
This Agreement shall enter into force on ***, [fill in as applicable] at the latest, however, upon commencement of the cooperation and shall remain effective until ***. [fill in as applicable]. If the object of the Agreement has not been reached by this time, the contracting parties shall agree to extend the cooperation by mutual consent.

18.2
Premature termination of the Agreement shall be ruled out. Termination without notice for important reasons shall be the only termination option available pursuant to statutory regulations. An important reason shall exist, in particular, if

18.2.1
facts exist owing to which the contracting party terminating the Agreement cannot be reasonably expected to continue with the Agreement, taking into account all the facts of the individual case and weighing up the interests of both contracting parties. In the event of any such effective termination, the contracting party giving notice of termination shall request that the old and new rights of the contracting party under notice be assigned and/or reassigned to the contracting party giving notice of termination in the area of application;

18.2.2
Major changes occur in the legal status or in the distribution of ownership or there are changes in the composition of management of a contracting party, making it unreasonable for the other contracting party to adhere to this Agreement;

18.2.3
a contracting party challenges the validity of the industrial property rights or assists third parties with any such challenge.

18.3
If the regulatory content of individual provisions of this Agreement extends beyond the duration of the Agreement, these provisions shall continue to be effective even after the Agreement has expired.

19.
Legal succession

If industrial property rights under this Agreement are licensed, the contracting party issuing the licence shall ensure when a licence is transferred that the party taking over the industrial property right is willing to assume any burdens arising from the assignment of the industrial property rights on which the licence is based.
20.
Final provisions

20.1.
No ancillary verbal agreements have been made and no such agreements shall be valid. Any additions and amendments to this Agreement shall require the written form in order to be binding. This shall also apply to any changes to this Clause requiring the written form.

20.2
If a provision of this Agreement is or becomes invalid or null and void, this shall not affect the remaining provisions of the Agreement. The contracting parties shall replace any such provisions with new valid provisions that most closely approximate the purpose of the Agreement.

20.3
The place of performance and place of jurisdiction shall be ***. [fill in as applicable, if the statutory requirements for agreement on jurisdiction are met (cf. Section 38 Code of Civil Procedure (Zivilprozessordnung) (ZPO)]
[if foreign partners are involved:] This Agreement and the interpretation thereof shall be subject exclusively to German law under exclusion of the UN Convention on the International Sale of Goods.

	Date: _________________
	Date: _________________
	Date: _________________

	______________________
	______________________
	______________________

	University/research institute
	Industry partner
	Project Manager


Annexes:
Annex 1:
Research plan [not attached, to be customised]
Annex 2:
Schedule [not attached, to be customised]]
Annex 3:
Countries in which patent applications are likely to be filed [not attached, to be customised]
Annex 4:
Remuneration [not attached, to be customised]
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